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UNITED STATES COURT OF APPEALS 

Fte the District of Columbia 

Civil Action No. W 

' —- . • 9 uo1 . 

™ , A ^°’ 

William J. Mon 1 ^ ^xiampion Paper and Fibre 

\ COMPANY, 

Plaintiffs-Appellants, 
v. 

Casper W. Ooms, Commissioner of Patents, 

Defendant-Appellee. 


♦- 

BRIEF FOR APPELLANTS 


Jurisdiction 

This is an action against the Commissioner of Patents 
brought in the United States District Court of the Dis¬ 
trict of Columbia under Section 4915 of the Revised 
Statutes—U. S. C. Title 35, Sec. 63. This Court has 
appellate jurisdiction with respect to such actions by 
virtue of the Act of February 9, 1893, c. 74, 27 Stat. 435, 
as amended, and as incorporated in the District of Co¬ 
lumbia Code 1940 Edition, Title 17, Sec. 101. 

This is a special appeal from an Order of the District 
Court (Appellants’ App. 5) granting defendant’s motion 
for bill of particulars (Appellants’ App. 4). This special 
appeal was allowed by order of this Court dated January 
13, 1947 (Appellants’ App. 6). 
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Statement of the Case 

The complaint filed by the appellants in this case (Ap- 
jjellants’ App. 1) alleges in usual form the filing of an 
application for Letters Patent in compliance with the 
provisions of the statutes, and then alleges the action of 
the Commissioner of Patents with respect thereto in the 
following language: 

4 *4. The Board of Appeals of the United States 
Patent Office in a decision rendered on the 8th day of 
November, 1945, refused to allow three claims of 
said application Serial No. 436,970, to wit, claims 
numbered 31, 32 and 33 presented by amendment filed 
March 2, 1944, constituting Paper No. 8 of the 
Patent Office proceedings with respect to said applica¬ 
tion, as will more fully and at large appear from a 
certified copy of such Patent Office proceedings ready 
in Court to be produced.’’ 

Instead of answering the allegations of the complaint, 
the Commissioner of Patents filed a motion for bill of 
particulars (Appellants’ App. 4) wherein he asked for 
an order directing that a bill of particulars be filed set¬ 
ting out verbatim the text of the claims which had been 
refused. 

The appellants opposed the motion on two grounds: 
first, that the bill of particulars was not authorized or 
required by the Federal Rules of Civil Procedure; and 
second, that a copy of such claims in the record of this 
Court would give a disclosure of the applicant’s inven¬ 
tion to the public in advance of the trial of the action. 

The District Court (Mr. Justice Pine) granted the mo¬ 
tion for bill of particulars by an order dated October 3, 
1946 (Appellants’ App. 5) but filed no opinion in support 
of the order. 
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The above recited facts were presented to this Court 
by a petition for leave to file a special appeal, which was 
allowed by order of this Court dated January 13, 1947 
(Appellants’ App. 6). 

The Rules Involved 

Rule 12(e), Rules of Civil Procedure: 

“Motion for More Definite Statement or for Bill 
of Particulars. Before responding to a pleading or, 
if no responsive pleading is permitted by these rules, 
within 20 days after the service of the pleading 
upon him, a party may move for a more definite 
statement or for a bill of particulars of any matter 
which is not averred with sufficient definiteness or 
particularity to enable him properly to prepare his 
responsive pleading or to prepare for trial. The mo¬ 
tion shall point out the defects complained of and 
the details desired. If the motion is granted and the 
order of the court is not obeyed within 10 days after 
notice of the order or within such other time as the 
court may fix, the court may strike the pleading to 
which the motion was directed or make such order 
as it deems just. A bill of particulars becomes a part 
of the pleading which it supplements.” 

Rule 15, Patent Office Rules of Practice: 

“15. Pending applications are preserved in se¬ 
crecy. No information will be given, without au¬ 
thority, respecting the filing by any particular person 
of an application for a patent or for the reissue of a 
patent, the pendency of any particular case before 
the office, or the subject matter of any particular 
application, unless it shall be necessary to the proper 
conduct of business before the office, as provided by 
rules 91, 97, 103, and 108.” 
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Statement of Points 

1. The purpose of a bill of particulars is to supply the 
moving party with information necessary to plead or 
present his case. It should not be ordered where the 
original documents containing the information sought are 
already in the custody of the party filing the motion for 
particulars. 

2. In a proceeding to obtain a patent an applicant 
should not be required to disclose his invention in ad¬ 
vance of the grant of his patent to any greater extent 
than required by the applicable rules of procedure. 

3. The allowance of the motion for bill of particulars 
constitutes an abuse of judicial discretion. 

Summary of Argument 

! 

Point 1. Rule 12(e) governing bills of particulars de¬ 
fines their purpose in clear and unambiguous language, 
namely, “to enable him [the moving party] properly to 
prepare his responsive pleading or to prepare for trial”. 
The Courts of the United States throughout the country 
dealing with the construction and application of this rule 
are uniform in holding that where the information asked 
for is already within the knowledge of the moving party 
the motion for particulars should be denied. 

In the case at bar the application for Letters Patent 

containing the claims refused by the Commissioner of 

Patents is in the custodv of the Commissioner of Pat- 

•» 

ents. For the trial of the case in the District Court it 
will be necessary for the appellants to obtain from the 
Patent Office a certified copy of the application. In fact, 
to comply with the order of the District Court granting 
the motion for bill of particulars it will be necessary to 
obtain from the application papers now on file in the 
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Patent Office a transcript of the claims refused and file 
it now in the District Court and later, when the case is 
reached for trial, file a copy of the same claims as part of 
the application proceedings. 

The suggestion of the Patent Office solicitor that the 
pleadings in the case should recite the claims submitted to 
the Court to apprise the public of the invention sought to 
be patented is without merit. If the suit is dismissed by 
stipulation without prejudice it is immaterial what claims 
were presented. If the dismissal be on the merits, then the 
order of dismissal should recite the claims refused. If 
the suit goes to trial the claims in issue will necessarily ap¬ 
pear in the record of the case. 

Point 2. The Patent Office rules require that the public 
be denied access to pending patent applications. The com¬ 
pensation which a patentee pays for his patent rights is 
his disclosure of the invention to the public. His patent 
monopoly begins with the grant of his patent. He is with¬ 
out redress for use of his invention by others pending the 
grant of his patent. If required to disclose his inven¬ 
tion during the course of the prosecution of his application 
and his patent is finally refused he will have paid the re¬ 
quired compensation without receiving his patent mo¬ 
nopoly. 

The Patent Office recognizes the hardship ihat results 
from giving the public access to the disclosure of an inven¬ 
tion before the issuance of a patent. It not only requires 
that pending applications be kept secret, but does not per¬ 
mit access to abandoned applications without a proper 
showing of ownership or other interest in the application. 

There is no reason for suspending these rules where the 
prosecution of the application is carried to the U. S. Dis¬ 
trict Court for the District of Columbia under R. S. 4915 
to any greater extent than may be necessary to conform 
with the rules of that Court. 




Point 3. Judicial discretion may not be exercised ar¬ 
bitrarily. Where a procedural order works an undue hard¬ 
ship to a litigant before the Court and is not necessary 
to the proper conduct of the case, it should be set aside. 
Compliance with the order entered by the District Court 
would serve no purpose whatsoever. • 


Argument 

1. Motions for bills of particulars are governed by the 
provisions of Rule 12(e) of the Federal Rules of Civil 
Procedure. The rule provides that a litigant may be re¬ 
quired to supply further “particulars of any matter which 
is not averred with sufficient definiteness or particularity 
to enable him properly to prepare his responsive plead¬ 
ing or to prepare for trial.” The appellee’s motion for 
bill of particulars does not allege that the complaint is 
lacking in definiteness or in particularity. Nor does the 
moving party complain that he is unable to prepare his 
responsive pleading. Such allegations would manifestly 
be absurd on their face. The claims for which a patent 
is sought appear in the application for the patent, which 
is on file in the Patent Office. The appellee is thus 
in possession of the actual document in which the claims 
appear. The appellee is the only party who can produce 
that document in Court. The best appellant^ can do is 
to obtain from the appellee a copy of the document and 
from that copy prepare the bill of particulars. 

It has been universally held by the Federal Courts 
throughout the country that a plaintiff will not be called 
upon to furnish by way of bill of particulars information 
particularly in the possession of the defendant. 

Rognan v. Pan American Airways, Inc., U. S. 

Dist. Ct., S. D. N. Y., Jan. 7, 1944, 7 Fed. 

Rules Serv. 164. 
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“Denial of particulars as to matters within party’s 
knowledge. 

In an action arising out of an airplane accident, 
defendant’s motion for a bill of particulars as to the 
place from which and the place to which defendant 
agreed to transport plaintiff and decedent, and ask¬ 
ing for copies of the tickets or parts thereof, was 
denied, such matters being within the. defendant’s 
knowledge.” 

It is also the uniform practice of the Federal Courts 
throughout the country to refuse a bill of particulars 
where the pleadings sought to be amplified are sufficiently 
explicit for the defendant to prepare his responsive 
pleading. 

Thompson-Starrett v. Chicago Housing Authority, 
U. S. Dist. Ct. N. D. Illinois, November 30, 
1942, 7 Fed. Rules Serv. 162. 

“In my opinion a defendant is not entitled to a 
bill of particulars if the complaint is sufficiently ex¬ 
plicit to enable the defendant to know with what he 
is charged and to answer yes or no, to admit or deny, 
or to explain the charges made against him. 

Certainly where defendant has knowledge of the mat¬ 
ters complained of he cannot legitimately say that he 
cannot plead to the complaint without further infor¬ 
mation.” 

The District Court for the District of Columbia has 
similarly held in the recent case of Zimmerman v. Fillah, 
Civil Action No. 31814, 5 F.R.D. 80. In that case Mr. 
Justice Holtzoff, speaking for the Court, said: 

“The overwhelming weight of authority is to the 
effect that a motion for a bill of particulars or a 
motion for more definite statement of the claim should 
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not be granted if the complaint sets forth| a cause of 
action with sufficient definiteness to enable the defend¬ 
ant to frame an answer.” 

There would seem to be no reason why the case at bar 
should be an exception to this established rule. If, as the 
solicitor for the Patent Office argued in the District 
Court, it is in the public interest to have a complaint in 
an action of this kind recite the full text of the claims 
refused by the Patent Office, a motion for bill of particu¬ 
lars is not the proper procedure to protect that public 
interest. The purpose of a bill of particulars is to remedy 
a deficiency in the pleadings under the existing rules. If 
the pleadings are not defective under the present proce¬ 
dure, a motion for bill of particulars does not lie. If 
some other form of pleading than the one prescribed by 
the rules would better serve the public interest, the rules 
or statutes should be amended to make such ( additional 
requirements. All that the Patent Office can ask for is 
compliance with the existing rules. 

The argument of the solicitor for the Patent Office that 
the public interest would be served by transcribing the 
claims refused verbatim in the pleadings is ; obviously 
without merit. If this case is dismissed “without preju¬ 
dice” there is manifestly no reason why the record should 
contain a recitation of the claims. If the dismissal be 
“on the merits” then the order of dismissal should recite 
the claims whose refusal becomes final by such order. If 
the case is tried the record will necessarily include a 
transcript of the claims refused. 

2. The filing of the bill of particulars may result in 
irreparable injury to the appellants. The invention for 
which a patent is sought is a method of coating paper. 
Some claims have been allowed and others refused. The 
specification describes the invention fully and clearly, and 
the claims recite the procedural steps to be followed in 
carrying out the applicant’s new method. A worker skilled 
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in the art with the claims before him can practice the 
appellants' method and obtain all the advantages of the 
invention. No additional machinery or capital investment 
would be required by appellants' competitors to practice 
appellants’ invention during the interim between the 
filing of the bill of particulars and the grant of the 
patent. 

Appellants are not asking that the proceedings be con¬ 
ducted in camera as was the case in In re Drawbaugh, 2 
App. D. C. 404, cited by the appellee in support of its 
motion for bill of particulars. Appellants realize that a 
disclosure of the invention to the public at the time of the 
trial will be necessary, and that it can have no redress 
against a competitor who may elect to use the invention 
during the period which must intervene between the trial 
of the action and the actual grant of the patent. There 
appears, however, to be no reason whatsoever why that 
period for which no redress for infringement is obtainable 
under the statutes should be prolonged to include also the 
time that must intervene between the filing of the complaint 
and the trial of the case. 

The Patent Office itself recognizes that injury results to 
prospective patentees by disclosure of their inventions to 
the public during the period that their applications are 
pending. Rule 15 of the Patent Office Rules of Practice, 
quoted above, specifically provides that pending applica¬ 
tions shall not be open to public inspection. The same 
practice prevails with respect to abandoned applications. 
For cause shown, the Commissioner may within the exer¬ 
cise of his authority supply a copy of a pending or aban¬ 
doned application to a third party, but a copy will not be 
supplied without the consent of the applicant, except 
under special circumstances. 

Ex parte Dayton Fan and Motor Co., 1901 C. D. 157: 

“A verified showing should accompany * * * [a 
petition for access], clearly setting forth the facts 


10 


relied upon to show interest in the application to which 
access is required. Not only should this verified show¬ 
ing be filed with the petition, but notice of the filing of 
the petition should be served by the petitioner upon 
the party holding title to the invention disclosed in the 
pending application, so that an opportunity may be 
given for a hearing inter partes 

i 

In. re Dyer, 1903 C. D. 365, 366: 

“The Office should not permit strangers to the record 
to inspect the application disclosing independent in¬ 
ventions without at least notifying the applicant and 
giving him an opportunity to be heard. 

• * « • # 

It is held that requests for copies of pending or 
abandoned applications referred to in patents should 
be supported by a showing of reasons why they are 
desired, together with proof of service upon the 
applicant of the papers constituting the request and 
showing.” 

The publication of a patent specification is the consid¬ 
eration which a patentee pays for the limited monopoly 
conveyed to him. Unless and until he receives the patent 
there is no reason why he should be required to give the 
consideration provided by the statutes. 

3. The order directing the filing of the bill of particu¬ 
lars constitutes an abuse of judicial discretion. The order 
was issued without opinion, but in support of his motion 
the appellee cited certain cases of the District Court 
wherein similar orders had been issued under what were 
apparently similar circumstances. In none of the cited 
cases were opinions filed, so it is impossible to state the 
considerations which led to the issuance of the prior 
orders. So far as we are aware, the question here pre- 
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sented lias never been decided by this Court, and while 
the lower Court may feel justified in following its own 
precedent until the matter in question is reviewed by this 
Court, the existence of the prior decisions of the District 
Court do not in any way add to the soundness of the 
decision. 

It is of course well established that a Court may not 
exercise its discretion in an arbitrary manner to the un¬ 
necessary injury of the litigants before it. 

Home Owners’ Loan Corporation v. Huffman, 
134 F. (2d) 314, 316, 317, 318, 319; 

“The judicial discretion of the trial court in per¬ 
mitting a plaintiff to dismiss his suit under rule 41 
after answer is filed does not extend to a refusal to 
apply well-settled principles of law to a conceded or 
undisputable state of facts. Peterson v. John Han¬ 
cock Mut. Life Ins. Co., 8 Cir. 116 F. (2d) 148, 151. 
* * * * * 

Since rule 41 is declaratory of a long established 
practice in the courts and is intended only to clarify 
and make definite that practice, it should be construed 
with reference to the precedents. 

# # # # * 

Under rule 41 a plaintiff does not have an absolute 
right to dismiss his case without prejudice after an 
answer has been served. Under the undisputed facts 
and circumstances of this case the court abused its 
discretion in permitting dismissal without prejudice 
unless conditioned on payment of costs. ” 

In re A. Roth Co., Inc., Ryan v. Chatz, 125 F. 
(2d) 396,398: 

“Determination of abuse of discretion involves the 
exercise, by us, of sound judgment upon the facts. 
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If there is controversy as to facts, and if the facts 
themselves largely define the wisdom of the discretion, 
revie\v by the appellate court is seldom effective and 
it should not be. Then appellate court’s review’ does 
not include trial court’s discretion. 1 

If, however, the facts are not in dispute and it is 
a question of sound judgment based upon the undis¬ 
puted facts w’hich are before us as fully as before the 
trial judge, w r e are in about as good a position as he 
to say whether the discretion has been wisely exer¬ 
cised. In short, both trial and appellate courts have 
the same situation upon which to exercise the same 
sound judgment. 

• • • • # 


We believe that this is a case which falls w’ithin 
the second category of discretionary act, and to deny 
appellant leave to foreclose her superior mortgage 
was an abuse of discretion. ’ ’ 


Conclusion 

Tt is respectfully submitted that: 

1. The order of the District Court requiring appellants 
to file a verbatim copy of the claims refused by the Patent 
Office is contrary to the established practice under Rule 
12(e) of the Rules of Civil Procedure; 

2. To spread on the pleadings of this case a verbatim 

copy of the claims refused by the Patent Office would 
w’ork an unnecessary hardship upon appellants without in 
any way benefiting appellee or facilitating the trial of 
this action; ! 
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3. The issuance of the order granting appellee’s motion 
for bill of particulars constitutes an abuse of judicial dis¬ 
cretion and the District Court should be directed by the 
mandate of this Court to vacate such order. 

Respectfully submitted, 

W. B. Morton, 
National Press Building, 
Washington, D. C. 

C. M. Fisher, 

247 Park Avenue, 
New York City, N. Y. 

Attorneys for Appellants. 


Dated: New York, N. Y., March 28,1947. 
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Appendix 

In the 

DISTRICT COURT OF THE UNITED STATES, 
For the District of Columbia. 

Civil Action No. 34,734. 

- ♦ - 

William J. Montgomery and Champion Paper and 
Fibre Company, Hamilton Ohio, 

Plaintiffs, 

v. 

Casper W. Ooms, Commissioner of Patents, 
Washington, D. C., 

Defendant. 

-»>--- 

COMPLAINT FOR ISSUANCE OF UNITED STATES 

LETTERS PATENT. 

1. The jurisdiction of this Court depends upon the 
Patent Laws of the United States, this Complaint being 
filed under Section 4915, Revised Statutes (Comp. Stats. 
9460; U. S. C. Title 35, Section 63), as amended by Act 
of March 2, 1927. 

2. The plaintiff, William J. Montgomery, is the sole 
inventor of the subject-matter disclosed and claimed in 
an application for United States Letters Patent for im¬ 
provements in Coated Paper, filed bv him on March 31, 
1942, Serial No. 436,970. 

3. The plaintiff, Champion Paper and Fibre Company, 
an Ohio corporation, is the owner by assignment of the 
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Appendix. 

entire right, title and interest in and to said application 
Serial No. 436,970 and any patent or patents that may 
issue thereon. Such assignment or a duly certified copy 
thereof from the assignment records of the Patent Office 
will be produced at the trial. 

4. The Board of Appeals of the United States Patent 
Office in a decision rendered on the 8th day of November, 
1945, refused to allow three claims of said application 
Serial No. 436,970, to wit, claims numbered 31, 32 and 
33 presented by amendment filed March 2, 1944, consti¬ 
tuting Paper No. 8 of the Patent Office proceedings with 
respect to said application, as will more fully and at large 
appear from a certified copy of such Patent Office pro¬ 
ceedings ready in Court to be produced. 

i 

5. The defendant, Casper W. Ooms, Comrhissioner of 

Patents of the United States, by the aforesaid decision 
of the Board of Appeals of the United States Patent 
Office has refused and still refuses to grant Letters Patent 
of the United States to the plaintiffs on said application 
Serial No. 436,970, including said three claims numbered 
31, 32 and 33 above referred to. , 

6. The said decision of the Board of Appeals was ren¬ 
dered on or about the 8th day of November, 1945, and 
within six months last past, and no appeal has been taken 
from said decision of the Board of Appeals to the Court 
of Customs and Patent Appeals, and no suqh appeal is 
pending or has been decided. 

Wherefore, the plaintiffs demand that this Honorable 
Court authorize the Commissioner of Patents to issue to 
plaintiffs Letters Patent of the United Stated embodying 
said claims 31, 32 and 33, upon the filing in, the United 
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Appendix., 

States Patent Office of a certified copy of such adjudica¬ 
tion, and upon compliance with the requirements of the 
law in such cases made and provided. 

William J. Montgomery, 

Champion Paper and Fibre 
Company, 

By Clarence M. Fisher, 
Attorney for Plaintiffs, 

834 National Press Building, 
Washington 4, D. C. 


W. B. Morton, 
of Counsel. 
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Appendix. 

In the 

DISTRICT COURT OF THE UNITED STATES, 
For the District of Columbia. 

Civil Action No. 34,734. 


William J. Montgomery and Champion Paper and 

Fibre Company, 

Plaintiffs, 

v. 

Casper W. Ooms, Commissioner of Patents, 

Defendant. 


W. W. Cochran, Solicitor, 

United States Patent Office, 

Washington, D. C., 

Attorney for Defendant. 

MOTION FOR BILL OF PARTICULARS. 

Now comes Casper W. Ooms, Commissioner of Patents, 
defendant, and moves the’ Court to require the filing, by 
the plaintiffs, of a bill of particulars setting forth, ver¬ 
batim, the claims on which they seek to have the Court 
authorize the issuance of a patent. 

An oral hearing is requested. 


June 28, 1946. 


W. W. Cochran, 
Solictor, U. S. Patent Office, 
Attorney for Defendant. 
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Appendix. 

In the 

DISTRICT COURT OF THE UNITED STATES, 
For the District of Columbia. 

Civil Action No. 34,734. 

--- ♦ - 

William J. Montgomery and Champion Paper and 

Fibre Company, 

Plaintiffs, 

v. 

Casper W. Ooms, Commissioner of Patents, 

Defendant. 

- ♦ - 

ORDER. 

This cause came on to be heard at this term on a motion 
by defendant for a bill of particulars and thereupon upon 
consideration thereof it is this 3rd day of October, 1946, 

Ordered that the motion be and it is hereby granted, 
and it is further 

Ordered that plaintiffs file, within fifteen days from the 
date hereof, a bill of particulars setting forth verbatim 
copies of claims 31, 32 and 33, of their patent application 
No. 436,970, on which they seek to have the Court author¬ 
ize the issuance of a patent. 

David Pine, 
Justice. 

Approved as to form; 

Clarence M. Fisher, 

Attorney for Plaintiffs. 
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Appendix. , *• 

J 

UNITED STATES COURT OF APPEALS, 

For the District of Columbia. 

i * 

No. 9407. January Term, 1947. 4 

District Court. 

* 

Civil Action No. 34,734. 

-♦- 

William J. Montgomery and Champion Paper and 

Fibre Company, - 

• Petitioners, 

v. j 

1 

Casper W. Ooms, Commissioner of Patents, 

Respondent. 4 

-♦- l 

| 

Before: Groner, C. J., Wilbur K. Miller and Prettyman, 

JJ. 

ORDER. 

On consideration of the petition for allowance of a spe¬ 
cial appeal from the order of Mr. Justice David A. Pine 
entered in this cause on October 3, 1946, in the District 
Court of the United States for the District of Columbia, * 

and of respondent’s objections to said petition, It is 

•4 

Ordered by the Court that a special appeal from said i 

order be, and it is hereby, allowed. 

Per Curiam. 4 


Dated, January 13, 1947. 
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©mteiJ States Court of Appeals 

DISTRICT OF COLUMBIA 


Appeal No. 9407 


William J. Montgomery and Champion Paper and 
Fibre Company, appellant, 
v.. 

Casper W. Ooms, Commissioner of Patents, appellee 


APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF THE 
UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 

This case involves a special appeal from an Order 
of the District Court of the United States for the 
District of Columbia (5)* granting a motion by the 
defendant for a bill of particulars in an action under 
R. S. 4915 (U. S. C., title 35, sec. 63). The complaint 
in such action merely sets forth the number of the 
plaintiffs’ application and the numbers of the claims 
thereof on which the plaintiffs asked the Court to 
authorize the issuance of a patent. The defendant 
moved for a bill of particulars setting forth verbatim 
the claims in question and it is from the order 
granting this motion that the present appeal was 
taken. 


* The numbers in parentheses refer to pages of Appellants’ Appendix. 


STATUTE INVOLVED 


i Sec. 4915. R. S. (U. S. C., title 35, sec. 63.) When¬ 
ever a patent on application is refused by the Board 
of Appeals or whenever any applicant is dissatisfied 
with the decision of the board of interference exam¬ 
iners, the applicant, unless appeal has been taken to 
the United States Court of Customs and Patent Ap¬ 
peals, and such appeal is pending or has been decided, 
in which case no action may be brought under this 
section, may have remedy by bill in equity, if filed 
within six months after such refusal or decision; and 
the court having cognizance thereof, on notice to ad¬ 
verse parties and other due proceedings had, may 
adjudge that such applicant is entitled, according to 
law, to receive a patent for his invention, as specified 
in his claim or for any part thereof, as the facts in 
the case may appear. And such adjudication, if it be 
in favor of the right of the applicant, shall authorize 
the commissioner to issue such patent on the appli¬ 
cant filing in the Patent Office a copy of the adjudica¬ 
tion and otherwise complying with the requirements 
of law. In all cases where there is no opposing party 
a copy of the bill shall be served on the commissioner; 
and all the expenses of the proceedings shall be paid 
by the applicant, whether the final decision is in his 
favor or not. In all suits brought hereunder where 
there are adverse parties the record in the Patent 
Office shall be admitted in whole or in part, on motion 
of either party, subject to such terms and conditions 
as to costs, expenses, and the further cross-examina¬ 
tion of the witnesses as the court may impose, without 
prejudice, however, to the right of the parties to take 
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further testimony. The testimony and exhibits, or 
parts thereof, of the record in the Patent Office when 
admitted shall have the same force and effect as if 
originally taken and produced in the suit. [As to 
interferences declared prior to Oct. 5, 1939, see Sec. 
5 of Act of Aug. 5,1939, printed after R. S. Sec. 4904, 
ante.] 

Act of Mar. 3, 1927, 44 Stat. 1394 (U. S. C., title 35 
sec. 72a): 

And upon the filing of a bill in the District Court of 
the United States for the District of Columbia wherein 
remedy is sought under section 4915 or section 4918 of 
the Revised Statutes (U. S. C., title 35, sec. 63 or sec. 
66), without seeking other remedy, if it shall appear 
that there is an adverse party residing in a foreign 
country, or adverse parties residing in a plurality of 
districts not embraced within the same State, the court 
shall have jurisdiction thereof and writs shall, unless 
the adverse party or parties voluntarily make appear¬ 
ance, be issued against all of the adverse parties with 
the force and effect and in the manner set forth in 
this section (sec. 113 of title 28 U. S. C.): Provided, 
That writs issued against parties residing in foreign 
countries pursuant to this section may be served by 
publication or otherwise as the court shall direct. 

BUXE INVOLVED 

Rule 8 (a), Rules of Civil Procedure: 

Claims for Relief. —A pleading which sets 
forth a claim for relief, whether an original 
claim, counterclaim, cross-claim, or third-party 
claim, shall contain (1) a short and plain state- 
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ment of the grounds upon which the court’s 
jurisdiction depends, unless the court already 
has jurisdiction and the claim needs no new 
grounds of jurisdiction to support it, (2) a 
short and plain statement of the claim showing 
that the pleader is entitled to relief, and (3) a 
demand for judgment for the relief to which 
he deems himself entitled. Relief in the alter¬ 
native or of several different types may be de¬ 
manded. 

SUMMARY OF ARGUMENT 

1. This ease is not part of the proceeding in the 
Patent Office, but is a trial de novo and is governed 
by the rules of the Court and not those of the Patent 
Office. 

i 2. A complaint is insufficient if it does not inform 
the Court as to what relief is requested. 

3. The granting or denial of a motion for a bill of 
particulars is a matter within the discretion of the 
trial court. 

ARGUMENT 

1. The appellants urge that because applications 
are preserved in secrecy in the Patent Office the courts 
should follow the same procedure. This contention 
is disposed of by the decision of this Court in In re ex 
parte Appeal of Drawbaugh, 2 App. D. C. 404, 1894 
C. D. 192, in which the Court said: 

The rules of the Patent Office have no appli¬ 
cation to the proceedings of this court farther 
than they may be involved in what has been 
done in that Office. They may be very neces¬ 
sary and proper for conducting the affairs of 
that Office, and their validity and propriety may 
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be conceded as applied to proceedings there, but 
it does not follow that similar rules should be 
adopted and enforced as applicable in an ap¬ 
pellate court of record. 

In conformity with this statement, the Court refused 
to apply the Patent Office rule of secrecy to an appeal 
in a case originating in that Office. A similar ruling 
was made by the United States Court of Customs and 
Patent Appeals in In re Sackett, 135 F. (2d) 227, 30 
CCPA 1214. 

The two cases just cited involved direct appeals 
from the Patent Office and were in a sense continua¬ 
tions of Patent Office proceedings. Clearly, if the 
rules of the Patent Office do not apply to court pro¬ 
ceedings in such cases they cannot apply to an action 
under R. S. 4915, which is not an appeal from the 
Patent Office but “is prepared and heard upon all 
competent evidence adduced and upon the whole 
merits”. (Butterworth v. Hoe, 112 U. S. 50.) 

It is submitted that actions under R. S. 4915 can 
have no special status as to secrecy and that the suf¬ 
ficiency of pleadings must be determined by the same 
standards which apply to other actions in the United 
States District Courts. 

Moreover, the requirement that the claims be filed 
seems unlikely to result in any material hardship. 
The claims have been held unpatentable by two tri¬ 
bunals of the Patent Office and it is improbable, there¬ 
fore, that their disclosure would revolutionize the art. 
Further, it is conceded that the claims must be set 
forth at the trial, and the requested delay, therefore, 
would be relatively short. Any possible advantage 
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which might accrue from continued secrecy would be 
more than offset by the difficulties which, as will later 
be pointed out, would be inherent in accepting the 
present complaint as sufficient. 

2. In support of the contention that the complaint 
is sufficient the appellants rely on decisions holding 
that, under certain circumstances, matters which are 
clearly within the knowledge of the defendant need 
not be particularized. It is not thought, however, 
that these decisions would support a holding that the 
statement as to the relief which the Court is asked to 
grant may be made solely by reference to matters 
within the knowledge of the defendant but not of the 
Court, so that the complaint leaves the Court entirely 
in the dark as to what action it is requested to take. 
The law on this point is believed to be as stated in 
United States v. Griffith Amusement Co., 1 FRD 229, 
namely, that: 

It is no defense, therefore, to a motion for a 
bill of particulars to say that the information 
which the defendants seek is within their 
knowledge. A demurrer or a motion to dismiss 
might be good as against a complaint and 
whether or not a complaint states a cause of 
action is to be determined by its contents and 
not by what the defendants may know. The 
complaint is the basis of the action and from 
it the court must determine whether or not a 
cause or causes of action are actually stated. 

The following are other cases in which amplification 
was required where the complaint was indefinite in its 
recitation of vital matters, even though the matter 
omitted was within the knowledge of the defendant: 
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Cooper v. Chase and Co., 2 FRD 381, in which it 
was required that the plaintiff set forth the contents 
of an allegedly libelous letter verbatim, or plead the 
legal tenor thereof. 

American Broadcasting Co. v. The Wahl Co. et al., 
36 F. Supp. 167, in which it was held that in a suit for 
copyright infringement the complaint should include 
both the plaintiff’s copyrighted material and the de¬ 
fendants allegedly infringing material. 

Maryland Casualty Co. v. Kelly, 3 FRD 28, in which 
it was required that matter within the defendant’s 
knowledge be included in the complaint, even though 
it had already been set out in an answer to a motion 
for a more definite complaint. In its decision the 
Court said: 

While this may appear unduly technical in a 
case where defendant apparently knows the 
facts it seeks by this motion, it will further the 
purpose and effectiveness of the rules if the 
issues are created by the pleadings therein 
provided. 

Keasbey et al. v. Rothensies, 1 FRD 626, in which 
the plaintiff was required to amend his complaint by 
setting forth the provisions of the Quebec Mining Act, 
although such act was, of course, accessible to the 
defendant. 

Encyclopaedia Britannica, Inc. v. Niland, 1 FRD 
645, in which a motion by the plaintiff for a bill of 
particulars was granted, even though it was necessary 
for the defendant to take the deposition of the plain¬ 
tiff in order to obtain the information to be set forth 
in such bill. 
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In the case of Fleming v. Smoot Land and Grand 
Co., Civil Action No. 10,993, the District Court of the 
United States for the District of Columbia, in a de¬ 
cision rendered June 30,1941, said: 

I think a defendant is entitled to an identi¬ 
fication within reasonable limits of information, 
even though it be in the possession of the de¬ 
fendant, if that is the information relied upon 
to secure the relief sought by the plaintiff. 
* * * It is important to the parties and to 
the proper determination of controversies that 
the controversial issues should be narrowed to 
the extent of which they are susceptible, and 
all means available to this end should be 
utilized. 

The following quotation from 49 Corpus Juris, 623, 
is also in point as showing that the sole purpose of a 
bill of particulars is not to supply the opposing party 
with information which he does not already possess: 

Further it has been held that the function 
of a bill of particulars is for the aid of the 
court as well as of the parties. 

It has also been held that patent cases are sui- 
generis and that particulars are granted more liber¬ 
ally in such cases (Holtzoff, New Federal Procedure 
and the Courts, page 40 et seq; Sebrite v. Tropical 
Chair Co., 1 FRD 438). 

Rule 8 (a) of the Rules of Civil Procedure requires 
that the complaint shall contain “a short and plain 
statement of the claim showing that the pleader is 
entitled to relief” and “a demand for judgment for 
the relief to which he deems himself entitled.” It 




is apparent that the present complaint does not com¬ 
ply with these requirements. It does not state the 
claim but merely tells where a statement of it may be 
found. A judgment entered on this complaint would 
be entirely meaningless. The plaintiff is, in effect, 
merely stating that he does not now choose to advise 
the Court as to what relief he desires, but will do so 
when the case is tried. This is a novel procedure for 
which there appears to be no precedent. A complaint 
can have little or no utility if it does not advise the 
Court as to what the plaintiff is seeking. 

It is thought to be elementary that a complaint 
must, either within itself or by reference to attached 
exhibits, state a cause on which relief can be granted, 
and it is evident that relief cannot be granted unless 
the nature of the proposed relief is stated. The rule 
is set forth as follows in Corpus Juris, Volume 49, 
page 137: 

The question of sufficiency must be deter¬ 
mined from the allegations of the pleading 
alone, regardless of any evidence which may 
be introduced in support thereof, or of any 
extraneous matters. 

The following additional quotations from Corpus 
Juris, Volume 49, also make it quite clear that where 
an action is dependent on a document, the document 
must be pleaded either verbatim or by a statement of 
its substance: 

(49 C. J. 38). The rule that facts peculiarly 
within the knowledge of the other party need 
not be pleaded or need not be pleaded with the 
usual degree of certainty, does not apply when 
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such facts are essential to establish a prima 
facie right. 

(49 C. J. 80) Where interpretation of public 
records is involved and their legal effect is to 
be adjudged, good pleading requires either that 
the records be set forth at length in the body 
of the pleading or that copies of them be filed. 
Newport v. Lang, 160 S. W. 499. 

(49 C. J. 80) Where a writing is the foun¬ 
dation of the action, the substance thereof or 
so much of it as is material to the action should 
be set forth in the pleading. 

It seems to be suggested in the appellants 7 brief 
that a motion for a bill of particulars was not the 
proper procedure to secure amplification of the com¬ 
plaint. This seems to be a rather technical objection. 
As indicated by the decisions above cited amendment 
may be required by granting a motion for a more 
definite statement or for a bill of particulars, or by 
dismissing the complaint as failing to state a cause of 
action, with leave to amend. These three procedures 
seem, in many cases, to have been used interchange¬ 
ably but, in general, where it is clear that amendment 
to cure the defect should be permitted, it has been con- 
siderd preferable to apply for a bill of particulars or, 
what amounts to the same thing, for a more definite 
statement. 

Thus, in Walling v. West Virginia Pulp and Paper 
Co., 2 FRD 416, the Court said: 

The fact that the complaint meets the mini¬ 
mum requirements of Rule 8 may save it from 
a motion to dismiss for failure to state a claim 
upon which relief can be granted; but it will 
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not necessarily hold the complaint invulnerable 
to an attempt to have the allegations thereof 
made more definite or to have them amplified by 
a bill of particulars. 

Similarly, in Keasley et at. v. Rothensies, 1 FED 
626, where the complaint pleaded a foreign statute 
but did not set it forth verbatim, the court held that 
the complaint could not be dismissed as failing to state 
a cause of action, but that a motion for a more definite 
statement could have been granted. 

It is accordingly submitted that, in the present case, 
a motion for a bill of particulars was the proper pro¬ 
cedure and that, in any case, the lower court was 
clearly within its right in requiring a further state¬ 
ment of particulars if it found this to be necessary. 

The requirement that the claims be included in the 
complaint is not, as the appellants seem to urge, a 
purely technical one. In the first place, it would 
occasion considerable inconvenience and, possibly, 
confusion to both the Court and the parties to require 
the piecing together of the complaint and a later filed 
exhibit in order to ascertain what the action was 
about. It would also require that the Court set forth 
all the claims verbatim in its judgment, a practice which 
is now unnecessary. 

Moreover, it not infrequently happens that there are 
discrepancies between the same claims as they appear 
in different parts of the Patent Office records, or be¬ 
tween the claims as they appear in such records and in 
those of the plaintiff. When the claims are set forth 
in the complaint, it is the practice to compare them 
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with those of the application and, if discrepancies are 
found, they can then be eliminated before trial. This 
cannot be done if the plaintiff first presents the claims 
to the Court at the trial. 

Further, actions under E. S. 4915 are frequently 
dismissed for lack of prosecution. Such a dismissal is 
with prejudice and has the effect of an adjudication. 
(Rules of Civil Procedure, Rule 4 (b).) Clearly, 
therefore, the record of the Court should show what 
was adjudicated. The dismissal of such a complaint 
as the present one, however, would leave this matter 
wholly indefinite. The appellants’ brief, page 8, sug¬ 
gests that “If the dismissal be ‘on the merits’ then the 
order of dismissal should recite the claims whose re¬ 
fusal becomes final by such order.” It is not ex¬ 
plained, however, where the claims are to be obtained 
in the event that the plaintiff simply takes no action 
after filing the complaint. The burden would be 
placed either on the defendant to produce a copy or on 
the Court to require production of a copy by the 
plaintiff. 

It has been the settled practice to require the inclu¬ 
sion of verbatim copies of claims in complaints under 
R. S. 4915, and decisions granting motions to require 
claims to be added by bills of particulars were granted 
by the District Court of the United States for the 
District of Columbia in each of the following cases in 
addition to the present one: 

Civil Action No. 13,981, Decision rendered 
February 5,1942, by Justice Morris (52 USPQ 
610), 
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Civil Action No. 13,203, Decision rendered 
December 4, 1941, by Justice Pine (52 USPQ 
293), 

Civil Action No. 20,981, Decision rendered 
November 1,1943, by Justice Letts 

It is submitted that the concurring decisions by 
three justices who are familiar with the problems in¬ 
volved in the trial of actions under R. S. 4915 are 
entitled to great weight here, and that they should not 
be set aside unless they are found to be manifestly 
erroneous and arbitrary. For reasons already given, 
it is thought to be clear that the decisions are not only 
entirely reasonable, but are in strict accord with the 
rules and with the settled procedure thereunder. 

3. The granting or denial of a bill of particulars 
is an interlocutory matter resting within the sound 
discretion of the trial court and the action of such 
court should not be set aside unless it is found to 
amount to an abuse of discretion and to work a ma¬ 
terial injustice (49 Corpus Juris 625; Page Steel and 
Wire Co. v. Blair, 16 F. (2d) 210; Ginibel Bros. v. 
Adams Express Co., 217 F. 318). 

The rule was stated as follows by this Court in 
Vansant v. Bindley, 2 App. D. C. 421: 

The question of the propriety of ordering or 
refusing a more specific statement of the plain¬ 
tiff's cause of action, by way of a bill of par¬ 
ticulars is one within the sound discretion of 
the trial court, and its order, made in the exer¬ 
cise thereof, ought not to be disturbed unless, 
on appeal after final trial, it shall appear that 
substantial injury was done the defendant by 
reason of the refusal of his demand. 
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In that case, the motion for a bill of particulars was 
denied, but the same principle is, of course, applicable 
where the motion is granted. 

it is submitted -that the possibility of injury to the 
plaintiff in the present case is entirely too remote and 
speculative to justify a reversal of the trial court’s 
decision. Moreover, since that decision is in accord 
with the decisions of two other justices of the same 
Court, it seems extremely unlikely that any abuse of 
discretion is involved. 

CONCLUSION 

It is submitted that the decision appealed from 
involves an entirely proper exercise of the sound dis¬ 
cretion of the trial court, that it is in full accord with 
the Rules of Civil Procedure and with the settled 
practice thereunder, and that it should, accordingly, 
be affirmed. 

W. W. Cochran, 

Solicitor, U. S. Patent Office, 

Attorney for Appellee . 

E. L. Reynolds, 

Of Counsel. | 

April 1947. 
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United States Court of Appeals 

District of Columbia 


Appeal No. 9407 


William J. Montgomery and Champion Paper and Fibre 

Company, 

Plaintiffs-Appellants, 

v. 

Casper W. Ooms, Commissioner of Patents, 

Defendant-Appellee. 


REPLY BRIEF FOR PLAINTIFFS- 
APPELLANTS. 


We are filing this reply memorandum for the reason that 
the brief filed by the appellee indicates that the appellee 
has apparently not understood appellant’s position. 

The argument which appellee seeks to answer is not 
appellants’ argument. Appellants do not contend that the 
District Court or this Court, in its consideration of cases 
arising under Sec. 4915 make any departure from their 
rules of procedure because of the likelihood of; damage to 
the plaintiff through the publicity afforded by compliance 
with the rules. Appellants’ position, as plainly stated in 
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their brief, is that because of this likelihood of injury to 
appellants by disclosing the invention in advance of trial, 
the lower Court should not order a transcript of the con¬ 
tested claims to be spread upon the record unless the rules 
governing the procedure of the Court require it. 
i It is appellants’ contention that the Patent Office by its 
demand that the claims refused by the Patent Office be in¬ 
cluded verbatim in the complaint, is seeking to maintain 
in actions under R.S. 4915 a procedure which is contrary 
to the procedure specified in the Federal Rules of Civil 
Procedure and which is not followed in other cases. 

The cases cited by the Patent Office have no bearing on 
the issue presented here. It is of course established law 
that a complaint must in itself set up a cause of action or 
else be subject to dismissal on motion for demurrer. In 
the case at bar it is not the text of the claims refused that 
creates the cause of action. It is the refusal of the Patent 
Office to grant the patent that gives rise to the action. 
The allegation of such refusal is just as complete when the 
claims refused are identified by the numbers they bear in 
the application as by a verbatim recitation of their terms. 
In the case of the libelous letter referred to at the top of 
page 7 of appellee’s brief the allegation that the letter is 
libelous is merely a conclusion of the pleader. It is the 
language of the letter itself which creates the cause of 
action. In the case at bar it is not the language of the 
claims, but the refusal of the claims, which creates the cause 
of action. The cause of action exists to just the same extent, 
whether the claims read this way or that. If the appellee 
is of the opinion that the complaint as prepared and filed 
by appellant does not state a cause of action, he should 
have brought a motion to dismiss and not a motion for 
further particulars. 

It has long been the practice to require litigants relying 
on foreign statutes to set them up in their pleadings. The 
reason is that the Courts do not take judicial notice of for¬ 
eign statutes, but such statutes must be proved at the trial, 
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and under the ordinary rules of discovery either party is 
entitled to inquire as to the text which his opponent will 
assert to constitute the foreign statute so that he may as¬ 
certain whether or not the text so asserted is in fact the 
statute existing at the time of the transaction in con¬ 
troversy. 

This situation finds no parallel in the facts of the case 
at bar. The only official copy of the claims in controversy 
is in the hands of the appellee. The only way that appel¬ 
lants can comply with the order of the lower Court is to 
obtain from the appellee a certified copy of the claims and 
file such copy in the Court. No useful purpose would be 
served by such procedure and as there is no rule of the 
Court which requires it, the order of the lower Court is 
clearly an abuse of discretion which should be corrected 
by the mandate of this Court. 

Respectfully submitted, 

C. M. Fisher, 

National Press Building, 
Washington, D. C. 
Attorney for Appellants. 

W. B. Morton, 

Of Counsel. 

Dated: New York, N. Y. 

April 26, 1947 






